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DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments with respect to claims 5-6 and 11-13 have been fully 
considered but they are not persuasive. The Examiner respectfully traverse applicant's 
arguments that the cited references or their combinations fail to teach or disclose each 
and every feature of the present invention as disclosed in the independent claim 5 as 
follows: 

In response to applicant's argument that "de ValPs transponder varies the 
resonant capacitance to an optimum valued depending upon a received 
frequency" [page 7, 3 rd paragraph], a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use (i.e. first capacitor is 
adjusted to have a capacitance smaller than the input capacitance of the IC chip 
based on the received frequency as applicant argues [page 7, 4 th paragraph]), 
then it meets the claim. 

In response to applicant's argument that there is no suggestion to combine 
the references [page 7, 2 nd paragraph], the Examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 



Application/Control Number: 10/773,405 Page 3 

Art Unit: 2612 

of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
Mathieu is cited to provide the system of de Vail the flexibility to optimize the resonant 
capacitance based on the desired resonance. 

In response to applicant's argument that the Examiner's conclusion of 
obviousness is based upon improper hindsight reasoning [page 7, 4 th paragraph], 
it must be recognized that any judgment on obviousness is in a sense necessarily a 
reconstruction based upon hindsight reasoning. But so long as it takes into account 
only knowledge which was within the level of ordinary skill at the time the claimed 
invention was made, and does not include knowledge gleaned only from the applicant's 
disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 
USPQ 209 (CCPA1971). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 5-6 and 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over USP 5,608,417 (hereinafter 'de Vail') in view of USP 6,522,308 (hereinafter 
'Mathieu'). 

In claims 5 and 6, de Vail teaches of a contactless identification (transponder) 
comprising: 

an antenna coil (Figure 3b, L'); 
a first capacitor (C); and 

an IC chip (20) connected to said antenna coil (U) in series through said first 
capacitor. De Vail do not disclose expressly "said first capacitor smaller than an 
input capacitance of said chip which is formed with variations due to 
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manufacturing factors, the capacitance of said first capacitor complimenting to 
said input capacitance of said IC chip to provide a desired resonant capacitance". 

However, since the input capacitance introduced by an IC chip in the manufacture of 
tags/transponders is inherent, these claim limitations would have been just a matter of 
obvious design choice in the system of de Vail, to one of ordinary skill in the art. As 
such, Mathieu, in the same field of endeavor (i.e. transponder chips), suggests that 
complimenting the effect of the input capacitance of an IC chip in the manufacture of 
tags/transponders is beneficial {Mathieu, col. 4, lines 22-33+} in order to obtain perfect 
resonance {Mathieu, col. 4, lines 60-66+}. Further, when the combination of the series 
and parallel resonance circuit of de Vail shown in figure 2 is taken apart, as shown in 
figures 3a and 3b of de Vail, a skilled artisan would recognize that either a parallel or 
series resonance circuit can be used in place of each other to achieve the same result. 
That is, a designer may place a large capacitor in parallel with the chip 20, as shown in 
Mathieu {Mathieu, figure 5, col. 4, lines 21-33; de Vail, figure 3a}, or a small capacitor 
when in series, at a desired resonant frequency {de Vail, figure 3b}. Therefore, it would 
have been just a matter of obvious design choice to one of ordinary skill in the art at the 
time of applicant's invention to make the first capacitor of de Vail to be smaller than the 
input capacitance of the chip 20, to achieve a desired resonant frequency. 

In claim 6, clearly, the sum of the parallel resonance capacitance and IC chip 
input capacitance would be so much larger than the series resonance capacitance, 
recited in claim 6. 
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In claim 10, de Vail teach of a base as shown in Figure 1, wherein said antenna 
coil (6) comprises a metallic pattern formed on said base, and any of said capacitors 
comprises metallic patterns formed on both sides of said base {col. 3, lines 26+}. 

In claim 1 1 , said contactless identification comprises an IC card {de Vail, col. 1 , 
lines 11+}. 

In claim 12, said contactless identification comprises a portable terminal {de Vail, 
col. 7, lines 26-35}. i.e. credit cards are portable. 

In 13, de Vail teach that the first capacitor capacitance and an inductance of the 
antenna coil dominantly determine a resonant frequency of a series circuit including the 
IC chip, the antenna coil, and the first capacitor as shown in figure 3b. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

USP 5,218,189 {Hutchison}, 8 June 1993, is cited in that it teaches of a tag 
having a plurality of capacitors in series {see whole document}. To achieve a desired 
resonant frequency, any of the capacitors can be used to model a first capacitor and 
any of the remaining capacitors can be used to model an input capacitance of the IC 
chip. 

USP 6,147,605 (Vega et al) is cited in that it teaches that the "input capacitance 
of an IC chip formed due to manufacturing factors must be minimized for optimal use of 
integrated circuits in electrostatic RFID applications" {Vega et al, col. 9, lines 45-65+}. 
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7. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Office Contact Information 

8. Please note the Examiner's art unit has been changed to 2612. 

9. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to William Bangachon whose telephone number is (571)- 
272-3065. The Examiner can normally be reached on Monday - Thursday, 8:30 AM - 
4:30 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Wendy Garber can be reached on (571)-272-7308. The fax phone numbers 
for the organization where this application or proceeding is assigned is 571-273-8300 
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for regular and After Final formal communications. The Examiner's fax number is (571)- 
273-3065 for informal communications. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
4700. 



June 8, 2006 




Jiam L Bangachon 
Examiner 
Art Unit 2635 
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Prior Art FIG. 1 




Prior Art FIG. 2 
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